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DETAILED ACTION 



Claim Objections 

Claim 17 is objected to because of the following informalities: the term "heat 
source" lacks antecedent basis. Appropriate correction is required. 

Claim Rejections - 35 USC § 112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 17 is rejected under 35 U.S.C. 112, first paragraph, because the 
specification, while being enabling for an exothermic reaction, does not reasonably 
provide enablement for a heat source. The specification does not enable any person 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and/or use the invention commensurate in scope with these claims. 

Claim Rejections - 35 USC § 102 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1 - 4, 22 - 25 and 30 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Williams (US 3,804,077). 
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With reference to claim 1, Williams discloses a pad comprising: a multipart 
container (11) having an impermeable outer membrane (col. 2, lines 56 - 61) sized to 
fit generally within the peri-orbital region and sufficiently flexible to mold to the eye; a 
first chemical (19) in a first storage area in the multipart container; a second chemical 
(17) in a second storage area in the multipart container, the first and second chemicals 
selected to have an exothermic reaction when mixed (col. 2, lines 65 - 68) for 
producing a temperature suitable for treating eye conditions, the exothermic reaction 
providing the suitable temperature for a period of time suitable for treating eye 
conditions (col. 3, lines 19 - 22); and an inner membrane (21) for initially separating 
the first and second chemicals, the inner membrane being renderable permeable, 
without penetration of the impermeable outer membrane, to permit mixing the first 
and second chemicals to cause the exothermic reaction as set forth in col. 3, 
lines 40 - 43. 

As to claims 2 and 3, Williams discloses a pad wherein the second storage area 
surrounds and is adjacent to the first storage area as set forth in figure 14. 

With reference to claim 4, Williams discloses a pad wherein the inner membrane 
is breakable by application of pressure to the outside of the device as set forth in col. 
1, lines 64 - 66. 

As to claims 22, 23 and 30, Williams discloses a pad further comprising a handle 
that is attached away from the portion of the device applied to a user's peri-ocular 
region as set forth in figure 1A. 
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With reference to claims 24 - 25, see the rejection of claim 1. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,3- 17and 24 - 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Farmer (WO 93/10019). 

With reference to claim 1, Farmer discloses a pad comprising: a multipart 
container (1) having an impermeable outer membrane (page 2, 3 rd paragraph) sized to 
fit generally within the peri-orbital region and sufficiently flexible to mold to the eye; a 
first chemical in a first storage area in the multipart container; a second chemical in a 
second storage area in the multipart container (page 1, 4 th paragraph), and an inner 
membrane (11) for initially separating the first and second chemicals, the inner 
membrane being renderable permeable, without penetration of the impermeable outer 
membrane, to permit mixing the first and second chemicals as set forth on page 3, 
3 rd paragraph. 

The difference between Farmer and claim 1 is the provision that the first and 
second chemicals are selected to have an exothermic reaction when mixed for 
producing a temperature suitable for treating eye conditions, the exothermic reaction 
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providing the suitable temperature for a period of time suitable for treating eye 
conditions. 

Farmer teaches the use of chemicals for personal use in emergency situations. 

It would have been obvious to one of ordinary skill in the art to modify the 
chemicals of Farmer to provide desired chemicals, such as those producing an 
exothermic reaction suitable for treating eye conditions, since it has been held that the 
substitution of one personal use chemical for another requires only a level of ordinary 
skill in the art. 

As to claim 3, Farmer teaches a pad wherein the second storage area is adjacent 
to the first storage area as set forth in figure 1. 

With reference to claim 4, Farmer teaches a pad wherein the inner membrane is 
breakable by application of pressure to the outside of the device as set forth on page 
3, 3 rd paragraph. 

Regarding claim 5, Farmer teaches a pad further comprising: a soft material 
attached to at least part of the impermeable membrane, said soft material suitable for 
absorbing and retaining a cleansing substance suitable for cleansing the eye as set 
forth on page 1, 4 th paragraph. 

With reference to claims 6 and 7, Farmer teaches a pad further comprising: a pH 
controlled cleansing substance retained in or on the soft material, the cleansing 
substance suitable for cleansing the peri-orbital region as set forth on page 2, 2 nd 
paragraph. 
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As to claims 8 and 9, Farmer teaches a pad wherein the cleansing substance is 
present in the soft material in breakable containers as set forth on page 1, 5 th 
paragraph. The examiner contends that the pad of Farmer is fully capable of 
performing the recited function. 

Regarding claims 10 and 11, Farmer teaches a pad further comprising: an 
antibacterial antibiotic retained in or on the soft material, the antibacterial antibiotic 
that may be present in a mix suitable for killing bacteria in the peri-orbital region as 
set forth on page 2, 2 nd paragraph. 

With reference to claims 12 and 13, Farmer teaches the use of an antibiotic as 
set forth on page 2, 2 nd paragraph. 

The examiner contends that where the general conditions of a claim are 
disclosed in the prior art, the substitution of one essential component of a device (i.e., 
an antibiotic) for another is within the level of ordinary skill in the art. 

Regarding claims 14 - 16, Farmer teaches the use of a non-woven textiles 
material as set forth on page 2, 2 nd paragraph. 

The examiner contends that the term non-woven textiles material is broad 
enough to encompass the claimed limitations. 

With reference to claim 17, see page 1, 4 th paragraph. 

As to claims 24 and 25, see the rejection of claim 1. 

The difference between Farmer and claim 26 is the provision that the article 
further comprises a sterile wrapping. 
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The examiner contends that it would have been obvious to one of ordinary skill 
in the art to provide the article with a sterile wrapping because it is well known in the 
art to package personal articles in sterile wrapping in order to avoid undesirable 
contamination of the product prior to use. 

With reference to claims 27 and 28, Farmer teaches the use of both a detergent 
and an antibiotic as set forth on page 2, 2 nd paragraph. 

The examiner contends that the material is fully capable of being pre-soaked as 
claimed. 

Claims 18-21 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams (US 3,804,077) and further in view of Igaki et al. (US 6,409,746). 

The difference between Williams and claim 18 is the provision that the suitable 
temperature falls within a specific range. 

Williams discloses the use of calcium chloride and water as suitable for use as 
set forth in col. 3, lines 19-22. 

Igaki et al. teach that temperature released during an exothermic reactions 
relating to the eye should be 100 degrees Fahrenheit as set forth in col. 4, lines 
33-36. 

Igaki et al. also teach that the use of calcium chloride is a suitable composition to 
generate the desired temperature as set forth in col. 3, lines 59 - 64. 

It would have been obvious to one of ordinary skill in the art to modify the 
temperature of Williams to provide the claimed suitable temperature because Williams 
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discloses the use of calcium chloride and water which generally falls within the claimed 
range as supported by the teaching of Igaki. 

In the alternate, Igaki et al. teach that the temperature can easily be modified 
(col. 4, lines 49-51) which is within the level of skill of one of ordinary skill in the art. 

With reference to claims 19 - 21, the examiner contends that based on the use 
of comparable materials suitable for functions comparable to those claimed as set forth 
in the rejection of claim 18 that the article of Williams is fully capable of performing the 
recited function. 

Claims 26 and 29 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Williams (US 3,804,077). 

The difference between Williams and claim 26 is the provision that the article 
further comprises a sterile wrapping. 

The examiner contends that it would have been obvious to one of ordinary skill 
in the art to provide the article with a sterile wrapping because it is well known in the 
art to package personal articles in sterile wrapping in order to avoid undesirable 
contamination of the product prior to use. 

As to claim 29, the examiner contends that absent a teaching of unexpected 
result, the substitution of one chemical for another is within the level of ordinary skill in 
the art. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michele Kidwell whose telephone number is 
571-272-4935. The examiner can normally be reached on Monday thru Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tatyana Zalukaeva can be reached on 571 -272-1 115. The fax phone 
number for the organization where this application or proceeding is assigned is 
571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 571 -272-1 000. 




Michele Kidwell 
Primary Examiner 
Art Unit 3761 



